
Patent Law
Prof. Roger Ford

January 26, 2015
Class 4

Disclosure: Written Description

Recap



Recap
→ Disclosure requirements & the 

patent bargain

→ Enablement: patent breadth & 
experimentation

→ Enablement: timing & speculation

Today’s agenda



Today’s agenda

→ Written description: limitations on 
amendments

→ Written description: limitations on 
claim breadth

Limitations on 
amendments



35 U.S.C. § 112 — Specification (post-AIA)

(a) In General.— The specification shall contain a 
written description of the invention, and of the 
manner and process of making and using it, in 
such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it 
pertains, or with which it is most nearly 
connected, to make and use the same, and shall 
set forth the best mode contemplated by the inventor 
or joint inventor of carrying out the invention.

* * *

35 U.S.C. § 132 — Notice of rejection; 
reexamination (Post-AIA)

(a) Whenever, on examination, any claim for a 
patent is rejected, or any objection or requirement 
made, the Director shall notify the applicant 
thereof, stating the reasons for such rejection, or 
objection or requirement, together with such 
information and references as may be useful in 
judging of the propriety of continuing the 
prosecution of his application; and if after 
receiving such notice, the applicant persists 
in his claim for a patent, with or without 
amendment, the application shall be reexamined. 
No amendment shall introduce new matter 
into the disclosure of the invention. * * *



35 U.S.C. § 120 — Benefit of Earlier Filing 
Date in the United States (Post-AIA)

An application for patent for an invention 
disclosed in the manner provided by section 
112 (a) (other than the requirement to disclose the 
best mode) in an application previously filed in 
the United States, * * * which names an inventor 
or joint inventor in the previously filed 
application shall have the same effect, as to such 
invention, as though filed on the date of the prior 
application, if filed before the patenting or 
abandonment of or termination of proceedings on the 
first application or on an application similarly entitled 
to the benefit of the filing date of the first application 
and if it contains or is amended to contain a specific 
reference to the earlier filed application. * * *

U.S. Patent
No. 6,185,590
→ Filing date: 

Oct. 15, 1997

→ “Process and 
architecture for 
use on stand-alone 
machine and in 
distributed 
computer 
architecture for 
client server and/
or intranet and/or 
internet operating 
environments”
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U.S. Patent
No. 6,771,381
→ Filing date:

Nov. 12, 1999

→ “Distributed 
computer 
architecture and 
process for virtual 
copying”

U.S. Patent
No. 7,477,410
→ Filing date:

June 24, 2004

→ “Distributed 
computer 
architecture and 
process for virtual 
copying”
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U.S. Patent
No. 7,986,426
→ Filing date:

Dec. 4, 2008

→ “Distributed 
computer 
architecture and 
process for 
document 
management”



“While they are engaged in this process of 
negotiating and amending, patent lawyers also 
keep an eye on the inventor’s follow-up research 
and the market into which the invention has 
found (or will find) its way. As events unfold in 
these corners, the lawyer may tailor the more 
narrowly drafted claims to cover the 
embodiments subsequently found to be 
promising by either the inventor or the inventor’s 
competitors.”

Merges & Duffy, page 291

The Gentry Gallery

Sectional sofa



The Gentry Gallery

Sectional sofa
with recliners

The Gentry Gallery

Sectional sofa
with parallel

recliners



The Gentry Gallery

→ Accused infringer
• “In the allegedly infringing sofas, the 

recliners were separated by a seat which 
has a back cushion that may be pivoted 
down onto the seat, so that the seat back 
may serve as a tabletop between the 
recliners.”

The Gentry Gallery
Sectional sofa
with fold-down 
seat-back table



The Gentry Gallery

→ So what was wrong with the claims? 
Why were they invalidated?

The Gentry Gallery

→ So what was wrong with the claims? 
Why were they invalidated?

• They were too broad, at least as construed 
by the court

• They covered sofas with controls in places 
other than the fixed console



Written description

→ First goal:
• Prevent inventors from later claiming 

things they did not describe in their 
initial disclosure

• Ensuring patent-holder only receives 
exclusivity to what he/she actually 
invented



“In this case, the original disclosure clearly identifies the 
console as the only possible location for the controls. It 
provides for only the most minor variation in the location of 
the controls, noting that the control ‘may be mounted on 
top or side surfaces of the console rather than on the 
front wall … without departing from this invention.’ 
No similar variation beyond the console is even suggested. 
Additionally, the only discernible purpose for the 
console is to house the controls. As the disclosure states, 
identifying the only purpose relevant to the console, 
‘[a]nother object of the present invention is to provide … a 
console positioned between [the reclining seats] that 
accommodates the controls for both of the reclining 
seats.’ Thus, locating the controls anywhere but on the 
console is outside the stated purpose of the invention.”

The Gentry Gallery, Merges & Duffy at 295 (citations omitted)

Written description 
versus enablement

→ What’s the difference?



Written description 
versus enablement

→ What’s the difference?
• Enablement: Would someone of 

ordinary skill in the art be able to know 
how to implement the invention?

• Written description: Does the patent 
make clear that the inventor invented — 
“possessed” — the full scope of the 
invention?

“For greater clarity on this point, consider the 
case where the specification discusses only 
compound A and contains no broadening 
language of any kind. This might very well enable 
one skilled in the art to make and use compounds 
B and C; yet the class consisting of A, B and C 
has not been described.”

In re DiLeone, 436 F.2d 1404, 1405 n.1 
(C.C.P.A. 1971)



Written description 
versus enablement

Enabled

specification
Described

claim 1
(original

app)

claim 2
added via 

amendment or 
continuation-in-
part application

Written description 
versus enablement

Dedicated to
the public

Described

claimable by 
the original 

inventor

competitor

competitor



Limitations on 
claim breadth

Ariad v. Eli Lilly

→ Ariad’s reading of § 112:
The specification shall contain:

[1] A written description

[a] of the invention, and

[b] of the manner and process of making and using it,

[c] in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and 
use the same … 



Ariad v. Eli Lilly

→ Eli Lilly’s reading of § 112:
The specification shall contain a written description:

[a] of the invention, and

[b] of the manner and process of making and 
using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly 
connected, to make and use the same … 

“We agree with Lilly and read the statute to 
give effect to its language that the specification 
‘shall contain a written description of the 
invention’ and hold that § 112, first paragraph, 
contains two separate description 
requirements: a ‘written description [i] of the 
invention, and [ii] of the manner and process of 
making and using [the invention’].”

Ariad, Merges & Duffy at 305 (citations omitted)



Written description 
versus enablement

→ What’s the difference?
• Enablement: Would someone of 

ordinary skill in the art be able to know 
how to implement the invention?

• Written description: Does the patent 
make clear that the inventor invented — 
“possessed” — the full scope of the 
invention?

Written description

→ Second goal:
• Make sure the inventor has completed 

his/her work and has actually invented 
what he/she claims



Ariad v. Eli Lilly



Ariad v. Eli Lilly

Ariad v. Eli Lilly

→ How to describe?



“[A] sufficient description of a genus instead requires the 
disclosure of either a representative number of species 
falling within the scope of the genus or structural features 
common to the members of the genus so that one of skill in 
the art can ‘visualize or recognize’ the members of the genus. 
We explained that an adequate written description requires a 
precise definition, such as by structure, formula, chemical 
name, physical properties, or other properties, of species 
falling within the genus sufficient to distinguish the genus from 
other materials. We have also held that functional claim 
language can meet the written description requirement when 
the art has established a correlation between structure and 
function. But merely drawing a fence around the outer limits of a 
purported genus is not an adequate substitute for describing a 
variety of materials constituting the genus and showing that 
one has invented a genus and not just a species.”

Ariad, Merges & Duffy at 306 (citations omitted)

“Specifically, the description must ‘clearly allow 
persons of ordinary skill in the art to recognize 
that [the inventor] invented what is 
claimed.’ In other words, the test for 
sufficiency is whether the disclosure of the 
application relied upon reasonably conveys to 
those skilled in the art that the inventor had 
possession of the claimed subject matter as of 
the filing date.”

Ariad, Merges & Duffy at 306 (citations omitted)



Ariad v. Eli Lilly

→ Why?

“In Rochester, we held invalid claims directed to a method of 
selectively inhibiting the COX-2 enzyme by administering a 
non-steroidal compound that selectively inhibits the COX-2 
enzyme. We reasoned that because the specification did 
not describe any specific compound capable of 
performing the claimed method and the skilled artisan 
would not be able to identify any such compound based 
on the specification’s function description, the 
specification did not provide an adequate written description 
of the claimed invention. Such claims merely recite a 
description of the problem to be solved while claiming all 
solutions to it and, as in Eli Lilly and Ariad’s claims, cover 
any compound later actually invented and determined to fall 
within the claim’s functional boundaries—leaving it to the 
pharmaceutical industry to complete an unfinished 
invention.”

Ariad, Merges & Duffy at 308 (citations omitted)



Fundamentally 
different technologies
→ Flash memory:

word line

bit line

charge on the floating
gate — stores data

Fundamentally 
different technologies
→ Flash memory:

wl

bl

→ Constant-gate 
method: apply a 
constant (high) 
voltage to the word 
line, and the current 
through the bit line 
tells you the data 
stored in the cell



Fundamentally 
different technologies
→ Flash memory:

wl

bl

→ Variable-gate method: 
apply different (low) 
voltages to the word 
line, and whether 
current flows at all 
through the bit line 
tells you the data 
stored in the cell

U.S. Patent
No. 5,764,571
→ “Electrically 

alterable non-
volatile memory 
with n-bits per 
cell”

→ Describes only 
the constant-
gate method



Next time

Next time
→ Disclosure: claim definiteness


