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Recap
→ Overview of patentable subject 

matter

→ Products of nature

Today’s agenda



Today’s agenda

→ Laws of nature

→ Abstract ideas

→ A unified framework

Laws of nature



Mayo v. Prometheus

→ Treating Crohn’s disease with
6-thioguanine
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U.S. Patent
No. 6,355,623
→ “Method of 

treating IBD/
Crohn’s disease 
and related 
conditions 
wherein drug 
metabolite levels 
in host blood 
cells determine 
subsequent 
dosage”
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treating IBD/
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wherein drug 
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Mayo v. Prometheus

→ History
• In Bilski, the Supreme Court says the 

“machine or transformation” test is just 
one clue to patentability

• Federal Circuit continues to rely heavily 
on that test

• Federal Circuit upholds Prometheus 
patent: “administering” and 
“determining” steps are transformative



Mayo v. Prometheus

→ History
• Supreme Court takes case
• Most people expect Court to affirm 

Federal Circuit
• Instead, the Supreme Court reverses 

unanimously

Mayo v. Prometheus

→ What’s the rule in this case?
• The new test for patentability



Mayo v. Prometheus

→ What’s the rule in this case?
• The new test for patentability
• Look at the claim and see if it sets 

forth a natural law
• If so, look at the claim without the 

natural law and see if there’s an 
inventive concept

• This is our new two-step framework

Mayo v. Prometheus

→ Step 1: Does the claim set forth a 
natural law?



Mayo v. Prometheus

→ Step 1: Does the claim set forth a 
natural law?
• “[T]he relation itself exists in principle 

apart from any human action” and is 
“a consequence of … entirely natural 
processes” (page 4)

Mayo v. Prometheus

→ Step 2: Do the other elements add an 
inventive concept?

• “[A]ssurance that the process is more than 
a drafting effort designed to monopolize 
the law of nature itself” (page 4)

• Additional steps can’t “consist of well-
understood, routine, conventional 
activity” (page 6)

• “[O]rdered combination” can’t add more 
than what is already present (page 6)



Mayo v. Prometheus

→ Step 2: Do the other elements add an 
inventive concept?

• “[A]ssurance that the process is more than 
a drafting effort designed to monopolize 
the law of nature itself” (page 4)

• Additional steps can’t “consist of well-
understood, routine, conventional 
activity” (page 6)

• “[O]rdered combination” can’t add more 
than what is already present (page 6)

Mayo v. Prometheus

→ Step 2: Do the other elements add 
an inventive concept?
• Note: this brings novelty out of § 102 

and into the § 101 inquiry
• This is a common critique of these 

cases
• Idea: If the only new thing in your 

patent is a natural law, it’s not 
patentable



Mayo v. Prometheus

→ Diehr (1981) versus Flook (1978)
• For a long time, Diehr was 

interpreted as basically overturning 
Flook

Parker v. Flook 
(1978)
→ In re Application 

of Flook



Parker v. Flook 
(1978)
→ In re Application 

of Flook
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Diehr (1981)
→ In re 

Application
of Diehr



Diamond v. 
Diehr (1981)
→ In re 

Application
of Diehr

Mayo v. Prometheus

→ Diehr (1981) versus Flook (1978)
• So what’s the difference?
• Diehr: “the additional steps of the 

process integrated the equation into the 
process as a whole” and were “an 
inventive application of the 
formula” (page 7)

• Flook: “doing nothing other than” 
providing a new formula, with other, 
conventional steps (page 7)
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Mayo v. Prometheus

→ What policy concerns drive the 
Court?
• Laws of nature, natural phenomena, 

abstract ideas: all have preemptive 
effect

• Are the basic building blocks of 
scientific inquiry

• Are too broad, and would block too 
much other work

Mayo v. Prometheus

→ Back to the patent bargain
• Inventor contributes invention to 

society
• Society gives limited monopoly
• But here the monopoly is, the Court 

thinks, too great a cost



Mayo v. Prometheus

→ Is this argument persuasive?

Mayo v. Prometheus

→ Is this argument persuasive?
• Scientific principles are really 

valuable — maybe we want to 
encourage people to discover them

• And the monopoly is limited
• And, this is a narrow law!
• But maybe it’s impossible to avoid a 

scientific law once you know it exists



Mayo v. Prometheus

→ What about the claim in Rosaire?
The method of detecting subterranean deposits from 
which leakage of emanations occur which comprises
taking soil samples from selected points in a 
predetermined area,
confining the respective soil samples from air 
contamination,
removing said samples from confinement, and
analyzing the samples with respect to gases contained 
in the samples directly related to said deposits.

Mayo v. Prometheus

→ What about the claim in Rosaire?
• Step 1: Does it implicate a natural 

law?
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Mayo v. Prometheus

→ What about the claim in Rosaire?
• Step 1: Does it implicate a natural 

law?
• Natural law: There is a correlation 

between soil that contains 
hydrocarbons and soil from areas 
with oil reserves



Mayo v. Prometheus

→ What about the claim in Rosaire?
• Step 1: Does it implicate a natural 

law?
• Step 2: If so, do the other elements 

add an inventive concept?
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→ What about the claim in Rosaire?
The method of detecting subterranean deposits from 
which leakage of emanations occur which comprises
taking soil samples from selected points in a 
predetermined area,
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Mayo v. Prometheus

→ What about the claim in Rosaire?
• Step 1: Does it implicate a natural 

law?
• Step 2: If so, do the other elements 

add an inventive concept?
• They add sampling, containing, 

removing, analyzing steps — standard 
procedure today; probably standard 
in 1940?

Abstract ideas



U.S. Patent No. 
5,970,479
→ “Method and 

apparatus 
relating to the 
formulation and 
trading of risk 
management 
contracts”
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→ What’s the rule in this case?

Alice Corp. v. CLS Bank

→ What’s the rule in this case?
• Takes the Myriad framework (pp 4–5)
• Look at the claim and see if it sets forth 

a natural law an abstract idea
• If so, look at the claim without the 

natural law abstract idea and see if 
there’s an inventive concept

• This is our new now-unified two-step 
framework



Alice Corp. v. CLS Bank

→ How do we tell if something is an 
abstract idea?
• “fundamental economic practice long 

prevalent in our system of 
commerce” (page 5)

• “building block of the modern 
economy” (page 6)

• not a “preexisting, fundamental truth that 
exists in principle apart from any human 
action” (page 6)
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Alice Corp. v. CLS Bank

→ How do we tell if something is an 
abstract idea?
• But the reality is, it’s hard to know 

— courts will be sorting this out for a 
while

U.S. Patent No. 
7,346,545
→ “Method and 

system for payment 
of intellectual 
property royalties 
by interposed 
sponsor on behalf 
of consumer over a 
telecommunications 
network”

→ Federal Circuit: 
Ultramercial v. 
Hulu



U.S. Patent No. 
7,346,545
→ “Method and 

system for payment 
of intellectual 
property royalties 
by interposed 
sponsor on behalf 
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network”

→ Federal Circuit: 
Ultramercial v. 
Hulu

Ultramercial v. Hulu
“This ordered combination of steps recites an abstraction—
an idea, having no particular concrete or tangible form. The 
process of receiving copyrighted media, selecting an ad, 
offering the media in exchange for watching the 
selected ad, displaying the ad, allowing the consumer 
access to the media, and receiving payment from the 
sponsor of the ad all describe an abstract idea, devoid 
of a concrete or tangible application. Although certain 
additional limitations, such as consulting an activity log, add 
a degree of particularity, the concept embodied by the 
majority of the limitations describes only the abstract idea 
of showing an advertisement before delivering free 
content.”

Ultramercial v. Hulu, No. 2010-1544 (Fed. Cir. Nov. 14, 2014)



U.S. Patent No. 
7,818,399
→ “Methods of 

expanding 
commercial 
opportunities for 
internet websites 
through 
coordinated 
offsite marketing”

→ Federal Circuit: 
DDR Holdings v. 
Hotels.com
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DDR Holdings v. 
Hotels.com

“[T]he ’399 patent’s asserted claims do not recite a 
mathematical algorithm. Nor do they recite a fundamental 
economic or longstanding commercial practice. Although 
the claims address a business challenge (retaining website 
visitors), it is a challenge particular to the Internet. * * *
“[T]hese claims stand apart because they do not merely recite 
the performance of some business practice known from the 
pre-Internet world along with the requirement to perform it on 
the Internet. Instead, the claimed solution is necessarily 
rooted in computer technology in order to overcome a 
problem specifically arising in the realm of computer 
networks.”

DDR Holdings v. Hotels.com, No. 2013-1505 (Fed. Cir. Dec. 5, 2014)

DDR Holdings v. 
Hotels.com

“The ’399 patent’s claims are different enough in substance 
from those in Ultramercial because they do not broadly and 
generically claim ‘use of the Internet’ to perform an abstract 
business practice (with insignificant added activity). Unlike the 
claims in Ultramercial, the claims at issue here specify how 
interactions with the Internet are manipulated to yield a 
desired result—a result that overrides the routine and 
conventional sequence of events ordinarily triggered by 
the click of a hyperlink. * * * When the limitations of the ’399 
patent’s asserted claims are taken together as an ordered 
combination, the claims recite an invention that is not 
merely the routine or conventional use of the Internet.”

DDR Holdings v. Hotels.com, No. 2013-1505 (Fed. Cir. Dec. 5, 2014)



Alice Corp. v. CLS Bank

→ Practical effect
• Since Alice, many software and 

business-method patents have been 
invalidated under § 101

• Many have been invalidated on 
motions to dismiss

• Would you rather win on § 101 or 
§ 102/103?

A unified 
framework



A unified framework

→ Before:
• 1. Does a patent claim a “process, 

machine, manufacture, or 
composition of matter”?

• 2. If so, does it fall within an 
exception for laws of nature, natural 
phenomena, or abstract ideas?
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A unified framework

→ Now:
• 1. Does a patent claim a “process, 

machine, manufacture, or 
composition of matter”?

• 2. If so, does it set forth a law of 
nature, natural phenomenon, or 
abstract idea?

• 3. If so, do the other elements of the 
claim add an inventive concept?

Next time



Next time
→ Infringement: claim construction 

and literal infringement


