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U.S. Patent
No. RE 28,525
→ “Process for 

hydrolyzing 
nitriles”



“The term ‘partially soluble’ is not defined in the 
patent, nor was a standard definition of that term 
offered by Sohio. However, the term ‘slightly soluble’ 
did appear to have an established meaning at the 
relevant time, that is, in the mid-1960’s.

“The Court has found no textbook definition of the 
term ‘partially soluble’, however, and Dr. Greene has 
admitted that the term ‘partially soluble’ is not defined 
in the patent specifications. She should, of course, 
have done so in the patent, and if this had been done, 
that definition would have been binding on this court.”

Standard Oil Co. v. American Cyanamid Co.,
585 F. Supp. 1481 (E.D. La. 1984) (citations omitted)

“Sohio argues that ‘at least partially soluble’ would 
have the same meaning as ‘at least slightly 
soluble’. This Court disagrees. Taken alone, the 
expert testimony on this point is far from 
conclusive. However, when read against the 
language of the reissue patent, the testimony of 
Dr. Cotton and Dr. Ernest Yeager to the effect 
that ‘partially soluble’ suggests ‘considerable 
amounts’ and ‘substantial amounts’, respectively, 
become more persuasive.”

Standard Oil Co. v. American Cyanamid Co.,
585 F. Supp. 1481 (E.D. La. 1984) (citations omitted)



“Obviously, Dr. Green, aware of the meaning of ‘slightly 
soluble’, having used it in the specifications, and 
conceding that she was ‘skilled in the art’ of chemistry at 
the time, Dr. Green nevertheless elected to use another 
term, i.e. ‘partially soluble’ when she stated Claim 2. 
Considering that she sought to devise a process useful 
in her employer’s business, and having noted that ‘lower 
catalyst levels’ required ‘quite long’ reaction times it can 
only be fairly concluded that she contemplated a process 
which required more than simply a ‘slightly soluble’ ion; 
she required that the ion be ‘at least partially soluble’. 
Thus, in effect Dr. Greene defined in Claim 2 a 
significant and substantial degree of solubility.”

Standard Oil Co. v. American Cyanamid Co.,
585 F. Supp. 1481 (E.D. La. 1984) (citations omitted)

(pre-AIA) 35 U.S.C. § 102 — Conditions for patentability; novelty 
and loss of right to patent

A person shall be entitled to a patent unless —

(a) the invention was known or used by others in this country, or 
patented or described in a printed publication in this or a 
foreign country, before the invention thereof by the applicant for 
patent, or

(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of the 
application for patent in the United States, or

* * *

(e) the invention was described in — (1) an application for 
patent, published under section 122(b), by another filed in 
the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another 
filed in the United States before the invention by the applicant for 
patent * * *



(post-AIA) 35 U.S.C. § 102 — Conditions for 
patentability; novelty 

(a) Novelty; Prior Art.— A person shall be entitled to a patent 
unless—

(1) the claimed invention was patented, described in a 
printed publication, or in public use, on sale, or 
otherwise available to the public before the effective 
filing date of the claimed invention; or

(2) the claimed invention was described in a patent issued 
under section 151, or in an application for patent 
published or deemed published under section 122(b), 
in which the patent or application, as the case may be, names 
another inventor and was effectively filed before the 
effective filing date of the claimed invention.

(b) Exceptions.—

* * *

Claim: A device for listening to 
digital music comprising a hard 
drive, a click wheel, interface 
software, and headphones

Patent: iPod



Claim: A device for listening to 
digital music comprising a hard 
drive, a click wheel, interface 
software, and headphones

Patent: iPod

Prior art #1: Nomad Jukebox
A device for listening to digital 
music with a hard drive, interface 
software, and headphones, but 
no click wheel

Claim: A device for listening to 
digital music comprising a hard 
drive, a click wheel, interface 
software, and headphones

Patent: iPod

Prior art #2: Kenwood car stereo
A device for listening 
to digital music with 
interface software 
and a click wheel



Claim: A device for listening to 
digital music comprising a hard 
drive, a click wheel, interface 
software, and headphones

Patent: iPod

Prior art #3: Diamond Rio mp3 player

A device for listening to digital 
music with interface software and 
headphones, and (maybe) a hard 
drive and a click wheel

Patent: iPod Nomad 
reference

Kenwood 
reference

Rio 
reference

A device for listening to 
digital music comprising:

a hard drive,

a click wheel, 

interface software,

and headphones.



Patent: iPod Nomad 
reference
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A device for listening to 
digital music comprising: ✔ ︎ ✔ ︎ ✔ ︎
a hard drive, ✔ ✘ ? ? ?

a click wheel, ✘ ✔ ︎ ? ? ?

interface software, ✔ ︎ ✔ ︎ ✔ ︎
and headphones. ✔ ︎ ✘ ✔ ︎

Patent: iPod Nomad 
reference

Kenwood 
reference

Rio 
reference

A device for listening to 
digital music comprising: ✔ ︎ ✔ ︎ ✔ ︎
a hard drive, ✔ ✘ ? ? ?

a click wheel, ✘ ✔ ︎ ? ? ?

interface software, ✔ ︎ ✔ ︎ ✔ ︎
and headphones. ✔ ︎ ✘ ✔ ︎


